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Detailed Action 

The objection to claim 1 , the 1 12, first paragraph enablement rejection of claims 
1-12, the 103 (a) rejection of claims 1, 2, 8, 9, and 10 over JP 10-101646 and the 102 
(a) rejection over Dan et. al. are removed in light of applicant's amendment filed 
9/25/06. 

(modified rejection) 

The following Is a quotation of 35 U.S.C. 103(a) which fonns the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
Claims 2- 13 Is rejected under 35 U.S C. 103(a) as being unpatentable over 

Dann et. al. (See Reference O) in view of Rylander apoFrebault A. (Hcaplus _ , 

1906:119496). 

Dann et. al. (WO0216322) teaches the process of preparing aminomethylpyridines of the 
compound of formula I which is perfomied at 0 to 60 degrees Celsius using a Palladium 
catalyst. At claim 12, page 13, see the Dann process. The difference between the prior 
art process and the instantly claimed process is the teaching of the process of preparing 
aminomethylpyridines of the compound of formula I using a palladium catalyst which is 
performed at a temperature from 0 to 60 degrees Celsius versus the Instant process of 
preparing aminomethylpyridines which occurs at the range of the Temperature of from 
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30 to 70 degrees Celsius, under a hydrogen pressure of from 1 to 50 bar which the 
instant process occurs at- the instant process also uses a Raney Nickel catalyst rather 
than a palladium one. Rylander teaches that Nickel is one of the best catalysts for 
coverting low moelcutor weight aliphatic nitrles to primary amines. See page 140 of 
Rylander. Frebault states that that corresponding hydrocarbons were obtained from 
the hydrogentation of aromatic nitriles in the presence of reduced nickel at 200 degrees, 
and that the reaction is similar to that which takes place with the aliphatic nitriles. It 
would have been obvious to one of ordinary skill in the art perform this process of 
preparing aminomethylpyridines of the compound of formula I which is performed at 
temperature from 30 to 50 degrees Celsius and under a hydrogen pressure of from 1 to 
50 bar, which is a range inside of the prior art Temperature range at which the prior art 
process occurs, using a Raney Nickel Catalyst. One of ordinary skill in the art would 
have recognized the suitability of adjusting the prior art ranges to reach the claimed 
ranges. See In re Harris. 

Accordingly, the instant process is deemed unpatentable therefrom in the 
absence of a showing of unexpected results for the claimed process over those of the 
prior art process. 

(Old rejection) 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 1 1-12 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

A. Claims 11-12 contain the trademark/tradename Raney nickel. Where a 
trademark or trade name is used in a claim as a limitation to identify or describe 
particular material or product, the claim does not comply with the requirements of 35 U. 
S. C. 112, second paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982). 
The claim scope is uncertain since the trademark or trade name cannot be used 
properly to identify any particular material or product. A trademark or trade name is 
used to identify the source of goods, and not the goods themselves. Thus a trademark 
or trade name does not identify or describe the goods associated with the trademark or 
trade name. In the present case, the trademark/trade name is used to identify/describe 
a nickel catalyst, however, it is not clear which nickel catalyst Is described, since "Raney 
Nickel" can describe several nickel catalysts, and accordingly, the , 
identification/description is indefinite. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Binta M. Robinson whose telephone number is (571) 
272-0692. The examiner can nomnally be reached on M-F (9:30-6:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Thomas McKenzie can be reached on 571-272-0670. 
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A facsimile center has been established. The hours of operation are Monday 
through Friday, 8:45 AM to 4:45 PM. The telecopier numbers for accessing the 
facsimile machine are (703)308-4242. (703)305-3592, and (703)305-3014. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571)- 
272-1600. 

BMR 

February 26, 2007 




